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I. Introduction:

KEREM 1997 £0 3 A 3 BF il XKERSH(IHFHIZEE IS Warner—-Jenkinson Co. v. Hilton
Davis Chem. Co., No. 95-728 M ¥iRZE <=L K EIFFIFTDFIREHWEL . AEHEEHRKEIE
HFIZEZELRLI=CEITEHRESHFEHNDCEERBNVET, ST, IR ®M Bench Opinion DERHE.
FHHIE Thomas KK Opinion M —EEFRLELI-D T, SRS,
AEROBFEIHIRRDE5IE,

O BWERERADOHIMERETAICHITIERDEEITIERZRTHS;

O WEHPDREILZ. FL—LDERERT L (element by element) [CEEMICHOFTSNBEREZTHY.
IL—LEERELTHITEINBDELDTIEALY;
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O HEREERT D21V T ZHFF B TEIUREORSI-HTHD;

O4FrHEEERISEMNSN-RESIEICX. ZOEHAIMFTFEEEREVEILFITERMGEI(C
[LEEITHEMICEERBIZE T HE KR E (file wrapper estoppelZEAT H&LT=,

B, BEFIRISHT HHERBADIAVNEIELELIZEC A, Birch, Stewart, Kolasch & Birch i& {2
EEFOHENROMYELE-OTHMERL., FAAHLET,

(I) Birch, Stewart, Kolasch & Birch ;E{RZEFEFTD A+ (see Ref. #1)
EEEICHSNT, ER K EERFIFTIZH TS Hilton Davis DEERIFWEIN . ELRELESNT=,

KXERE 1997 £0 3 A 3 BFHIIZ. kKBRS (IHWEHRIZE I S Warner-Jenkinson Co. v. Hilton
Davis Chem. Co., No. 95-728 D¥|iRZH K LTz, REFILEBKEFKHIFTOFREHEL, AEH4
#ERKEFHFIFTICELRELE:,

WERUVELRLIZ, ERKERH AT TREN-"FEEEHZEEDT Rt insubstantial test” Z1EHET
B2ELYL AEDEERMFRICEIEEDNRERICETILOTHD, EEIT XETERSINTT
L— LT —% (linguistic framework: $| M Z4E) ZHA LT S &L, MFICH T HABMGREERIT
FAEITHARTERMNGNEL. R BOELGIRMICH L TFELG S IL—LT—J (I E#E) Z
FERT S ENBYALLALGEL,

EEIIHEREER A IERMNSDIME(equitable prong) E(XBERM G EEBHEELIz, #oT.
HEFEETHOL L. VAR EBREFEICHLTLHEREBADLLEIBRETALLIRRTHLE
MABETHAHELT, EZEIFSHIC. REDREFTOERZIHAT LI EELBELELLELDT, HFiF
HEZEET H-OICERAETRTE MU0, L, ARGEMRTHLIONEZIIEL T, HER
DAREMZHIEL LS ELERKBIEFIFTOHA TR E TGN ELT,

EEEFESHIC. HFOREF. EHRAOGRMMNS ., FL—LOEBHERI & (element by element) [Z
DT EHIEEEBETRETHY . IL—LERELTHMEITITEEEELZ, EEIK. 351,
HEREERT BT EIMZI T (FEEDRCSI-BHIATHLIEL - FEF NI SN R T
TV, Mo T HFEYNELYSD1D(FE, FEFrAMEICF RSN -EMRIIRESNHLDTIEL
LY,

RRIC, (B2 ELEERERERALN) ZEXEHREEPISEMSA-RESE FHITER)

[CEAL T, HEREBERIT BICHI-Y. HFHICEERBICETLIERENSREONSEL, &

ERBICBTAEREEEE T H-O DD TR IIFFEE ISR E oI, FEIFES L. TERE

FIZH T HBREEE FHREER) ASIHIZEET 5O DELD TGN > EERRALL TN

FEBEL, CCTUWDERECELT ERKERHIFEEOERER>TLSDT,. BE. BF

BBITBTPREREAHILT HMNEINBERL. FHFEHERTELHWLETNIEESR,
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WoT ARBEFIRICE ST EIKEEFIFTARE LI F RO EBIHIT R XREMIZ(
BEXITEL, R RTORASNINEEERELTE,. BERBDRINDBRE L,&i’ﬁ%amd)
BRICEVWTHoWHET (RETARED) BER"IEELGENENSIZETHD,

() XE &S FE No. 95-728 — Warner Jenkinson Co. Inc. vs. Hilton Davis Chemical Co. Bench
Opinion (see Ref. #2)

Supreme Court of the United States

Syllabus:

Warner Jenkinson Co., Inc. vs Hilton Davis Chemical Co.

No. 95-728. Argued October 15, 1996 — Decided March 3, 1997
L+ &% :Warner Jenkinson (LLF Warner $1&9°%)

IR &% :Hilton Davis— ‘746 585 #€%#& (LU Hilton $1&£9° %)

Warner #t R U Hilton #1 (E#12, FHMERESNG TN IFLESLOEHOREA—H—TH S,
Hilton #£0D ‘746 $¥3F (& 1985 FICHKITEN. MR SN I=HE (FBFR) 70t 2ZRARL TS, 8&70ER
[CEWTpHLARILA 6.0-90 DDLUV ATEZAMDRIEEZBIEBT HRABBINSIEHICET S,
RAFEIHHFEEPORETIL-LDPpHIZE T 5EH4%5145]“Booth” (RFIEE7I DA% pH LU
MNOLLETRITTHILFTHL TS ORTRICEATEEE DIEIEICHIGT B=HITHIELT=,
1986 £E(Z Warner L[ pH5 LNV THEEN T IR E DIEB7 DEAZEFAFELTz, Hilton #1137 746 %§3F%
Graver Tank v. Linde Air Products 339 U.S. 605, 609 TO ¥ &Fif (MM IIEENMEFFIL-ATEERS
NE-RAEZXELERELTOVEWMEE THRFEATIL - LS8 EERESN R R X (T EED
B (B ) LA FLHBEIN G EICIEIRELLGS) DEADEIZREL TS ELTERL-,
Warner #1235 (A4 (L9 %7% —Equitable Doctrine— THY ., ZNIXEEIC K> THIESNZRET
H5)IZLEHLT . WHFICEHTLIERLEEICET o, BFEEL Warner 113 746 HEFERELT
WBHEHIEL =, #ERIZEUT Warner #HITK ARKIRIBEA RSN, EIHBK EEEREFIFT
(CAFC) IF. EmM i ERL THY . HEDOMERBEICL>THIEENAIETHY., &
(2. FEZE(E Warner $1D7'0ERAY 746 $FEFICRATRENTZT RLALABHIZITEDRNENS T EEHEHR
DIFBDIT+ DI EF LTV ZEWSFREZHF L -,

HR -
1. ZEXFHEREZETS,

(a) Graver Tank, supra, at 609 [ZHEWT, EZEIIHEFRZERTHIEEDKRAEIEEZRALI-, TN
LI BIZIE. FEDORE, 514l RUEHZLORERGFHFICBVLTHAMMERSNLSBE M. o
B EMAEDEAIEICE>TELAHE. TNITERShI-HEE, XU, AXBNRFHFICEFN
P EENBEELEOEBREICRELTEAM TENAENTH 1=, )
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(b) e (. Warner st DERID R (1950 £ Graver Tank [IZEDH BN ERITKEERER
[C&>T 1952 FITHESNTKEFEFE 100 RORNBEFETHLDTHY. ®K-T. WFEREHAT
T5,)EWET S, REITBET S Warner 3 D3 DD M — (1) HERIE 112 FOEH. AIL, T4
FEE T AIESNIREHKAZERMITIL-LALEITNIEESENIEFET D, (2) EHRIEKE
HEFE 251 RU 252 SRICHRESN =B RITF i (reissue)ZPHETHLDTH S (3) FmITFFH
DIERHFEEREST DREHFFTOEMMEEENTIDTHAH—(F 1870 EDFFHFEHIZE-T.
Graver Tank, supra, at 613-615 [ZEWLNTRESNI=AY, —fREHRF TELH o=, 1952 EDENIE
(T, EEEFRRICELTIX 1870 FDERIELAREZRIZTHHDTIEIAELY, SHIZ, Warner 12D 4 F
BOMRA. A6 ERBESARFAICEBML-RERHFE 112 F0E 6 /35T 5TI1285—RFIEEL
T ERIIBICHTINET HmEIE. REBECRITD, COFROFIEE 6 /3573 F
Halliburton Oil Well Cementing Co. v. Walker, 329 U.S. 18 [CHEW\ T ELKFIEBLL THIESNI=
DTHY . KADEMHMEZERSINTR. RU . RSN F-HEEZRE T 52 LITFoTHFRBA DO
METEET D& (—HRIC Means Claim EFEFENG) EFFRILT =, ST AR TORERFE
11255 6 /35T 501/ HEAER (T, EEHFHEEDEIRMMNRD R R EHIE I 5FEEKICIEL,
LTHRW(EVMRZ A5 L, [RELEXE TRESNE—V X UL — L OEFIEEE O RE 453
HEICHARINTOWASEBROFERICH T HHIFEYICHIREL)

(c) ¥E(F, BEMER)E B L element by element) B ERIIE R ITZEICHIFESN G TN LG H4
LY, sxE & (&, Graver Tank TIEGERAIN LT HERm . 4FFIEIVL-LDIEFIEGEF LI EFE A T
HRBRENTIFELLENEVIHZLDFIREFEEZE# ITONGNENSTEEFIALTLNVS, Th
52D DR (FIRERRISERSN-19%FR) DEEZANSELHEELLTE., HERERFSN
ERERIFEZDEEKISERT 2D TIEEIV- LS - BHM OB RIERTSLTHD, CDF
FHITEOT TN 2R ELTHRBADERNEEEZRE S DICTARGIV-LEHDELDEKRELE
HFITEHCENAIRELLDTHAD, HMERNINOEREZEAT . XL EZEDERE (at 11-15,
n8, & 21-22) [Lk>TEMSN=CEICHE T HRAZHEALGUV L L, RAZTERL. L HITHFDE
FEHEZ OB HEVIFEFIV-LD R IZHIEEEE D FR/RMNERNICT DI LA,

(d) Warner 3t D X35 T3H B[ Graver Tank IE., “BEFZBEIZE D<{E X E (prosecution history estoppel
X (&, file wrapper estoppel)” EL TEZSN I FRDBRADRFICER>TRHODELDTIIZLMIE
ELL, CCT.EERBICEDKEREICL T HFHBEEEDICHD- (BAKRL) EEICEAL
TIE. ENDA IV -LICBABRICRIBESN-FIRICH T HFYTH oL TH. TDETEDIND
NOBRELBEEIRBTHIEEHIESNDZLITEYS5D, LHL Warner $ti&. ZDEIKLI-FIB
(FOHT-ZM) DL IhED, TNEBER THEYZRERTEILEVEVSHBLGR(ER)ERTETHL
DTHHO>T. BEZBPICHETHFHEDRL(ER) X, TORDERELIFBEEN GV EERLS
N ZDERIFTEBELEZOND, HFTHIIV-LABOHEZFRTDHIZITELOEHALDH
U, LUEEHEE DN B IEZ TR HLAY, HEF M LIS BIRA BN E VNS S EZ NI TENIL EELZ
DIRWEEEL  EREVEHASNEIRENEDNZHIFLGTNIEGSE, ESHD, FHFEEDN
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ZREILIEH R I CELLVMEE (S SEEFERSNI-BEDQRIT. ERENBRS
hBEMTETERNETHD, ‘746 $FHFITHLVT, pH D LR 9.0 HBIMSH =D I Booth 455 &34 A
FTHOTH>ZEVNSILIFBROKRMITEL., LHL, AREHRICHITHEEFETIETRIE 6.0 %8
mL-BHEZREEEN oz, #>T . RBOEBHIAZEREETHICEBLSDEDONESHELIM
TEHDIETAEETH D,

(e) EFIL. Warner tt D5 s, BI5 . Graver Tank (FIREFSN-BEHDEMEZER., XiE. BFE
M ERET AU AL BT EONERIC TR ATENT S, Graver Tank [TFEMIC
HERTERSINEHEMEZEO LD RITHLTERORMEZLTVSD ., REHEAEE. ER
DIIBAZERTHEREITRHELY, Graver Tank LLFTD IR, Winans v Denmead 15 how 330, 343
E—HLIYBRWLRER, RV thDOBREICHTIEFHENLGT7IO—FELTT, BERETERTHL
[SHLTIFERETAICHT ) ER IO FEELRI-SLLY,

(f) Sl XEEIE Warner #H DRFEFEKEFFIL—LDOARKITH T HEXBEREL DI L Z & /MR
[CBHAH=O, FRIFFTFEFICRATSNEHAFEYICRELTIIES M EBET S, HAdbN
R DO —LSNI-B M D FRTHLIDMENEVIFROERMICEALTEAL, HFHED
1l (Bl M E L E XM TESC LIS T HHH) DBEUEIA(ITF REDESI-FHRTH
Y., FEF ORI LR R TIEEL,

oul

(0) BRERE. WFRDBAFHHNEDOHENSHNIEEDNLEETHAIDMN L TIRE T S
EEZD. GELGOREREMRRT HLFRTLIKEZETOEMICRIZE T 5 &ITFESELAD

THd,

(h) XEHDORMTIE. EETEZINTIL—LT—7 (linguistic framework: FIBFEHE)  BIE, =
EZRE—T AL (triple identity test) . =1, IEEBMHEET AL (insubstantial differences test)®
WIOhZEEICHEZFT L0 (S HNEOARBENLHBEERET S EL, FANEAEFETO
TRANRFERATIL—LENE-BRDERLA—THADNRIFIZEDHEYTHEIMN) DELEREE
EETIEHLL, HEIBRICEIKEMAFDO)IRLLIEHICE T ESTL—LT—7 (HIEE
BE)NLYBEUN LG, REEE. T-ANAT-2 TG A BEL S FimEHA D TAMEEHE (A
L) $H_ L% CAFC DADFICHLVWEMROBELGERITIKES OFFTH D,

2. CAFC Tl R ZEETHAL-MERDERICETI2EHDETEREFLTIILVAL, I, 4
HBEBAPICBIREREIZEATIZE RUE. IL—LTEESN-8M (BR) DEL%EHIFT S
EIZBLTREANESNTUOVARLD T, SLEMGEENVLETHS,

62 F. 3d 1512 [ZiEISh ., ZELRELET B,

(IV) Supreme Court of the United States No.95-728 (&3 &[4 ER) see Ref. #2

(RITER) -, (FRE&) -,
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Warner 1 DERIE. FR/REIN-LDEH LD Warner EDEBLIL TIZLSFEZBYBL T, BED
HERICEALLIERINCHKELTLD, EERICBVWTHEROBERICHLT, fRRTZTHDH. XIE.
EDEREFTHRRTELZONBALTIEILZZEICEVWTEZZRENLLD T, A XaA N EEE
7%, BHEBEFIFTICEVT, REFSINTILRIEIV-LAEN 2T DAL FETHINEN EREEI
FOTHIIENAEIETHSHELT-, TNICEALTEED ZLDHFIAXFLTLS,

Machine Co. v. Murphy, 97 U.S,, at 125 (REZHIMTHEEICIE, BHIE XIFFBEEIL. FHITEK-T
e X ZNOEEBEXIEE M., METELDN . EDLIEHEEETTHDM. EDKSITHEEE
FTHOM, EVSRBNEA T BT EHIRETHY. L. T MO EMEREMICRICHEEEE

BHICRILHEICEOTEITL, ALEREEM T HEZITHO M EREMICRILEFIFENS, ) ;

Winans v. Demead 15 How., at 344 —(#{5FEE L. REBEDILDTHIH ., FFEBDIRFEE—F(E
fH)ZFERELTIRIEER)SINDEONEIMNEVLSERIL., [ERBICE>THSNAEDTHS)

S D Markman FIBIIEZERBHIFTICH T HHMBEOEEEZET HLDOTIF LR, FE,
Markman TO ., FFIBEEFEBEEDKREIZE T HEMEICH LT Winans ¥IREXFH T HELD THoT=,
Markman v. Westiew Instruments, Inc,, 517 U.S.(1996) 3L L ARmBEEZNTFERICHEZE TmEINT
BEEIZIE RERKERHIFTEFRGDFIRIZEEZELTO=ALLNAGOD, ChIFHEETSHE
HmEH T RELDOTEAELY,

“BER BRI IEEDRELTREZDERBTERLIZIL—LT—2 (linguistic framework:¥|
BRERE) "I AMEBICM LTI ACENBEEDOH —BEFIHLLTHEOTLVD, BEEHLE
R B FLHIFT (312 3E R — M HIET T X Mtriple identity test)”—4FE DIV —LEMIZE>TELS
BEHE (function), EZEBMMOMERET DA E (way). RU . ZEMAZDIIILTEAHTHER
(resut) —NFEZRTE T HDITEYGHETHAIDM . R, “EFREMGHIE (insubstantial
difference) "M 7 TAO—F N B THAINMREH T DDIFEICZLDOBEHZE Lz, BEBNEESL
AT HDITIER—MHHITRAN ZEAT DT B THLHL ., UM DOEEY., X(E, 70t
AL TIE 3 BRI —MHFIMT AN BRI 5D (@B TIEGEVMEENZNEWNSZEF+RERE
AEENTVNEERZD, LHLENG, “FREMEETAN ZERASNIZELTEL, RS HRE
HERICHLTEND RGN THINED DFIMERT KIGHARSAUERERBTEHIL
[ETELN,

EROARBELTIE, HFROHWICEV T BRED SEETERINTI=TL—LT—2 (linguistic
framework: FHEIEZE) " [CE-oTRESINI=NEINELDI LY REMILGERBZHERT 5O DR
& (A RSN =R R XL T DA F SN FKBATIL-LSN=EBM ERI— DD, L. (T
EMHED?2)DEINFDEVITENEETHS. BLHRREMAIET)ICENTIE. ZDEE
DERITEA T, Bo-EEBERINIZTL—LT—% (linguistic framework: FFAfli #r E#E) AV5E L]
LB NGL, BMEECHERTHLECAETHERDBEAEZHBTT HLEHITEIR Thb
B2 DEMITEEEFETE. EPLTHRFTHIZLIZE ST, WERBERADOBEDIL—LT—7 Il
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HEDEDISBEEZFERATION. TOESEICI O TELITERSETRICHASESLTHA
. HFHIV-LOXEIZEITB2ENENDOEM (BER)DERDOBREZESTTEHEICLST, TDE
M(ER)ICEREIN-REYD., IL-LEM (BER) B DOHEE. FE RUBRLEET HDONE
M XUE, BBV -LEM (BER) LEEMICELGLIBREZR-TI O ELORRZEHRLLTH
53, CNLFIREN-HEBEZERELTEALE. ERKEFEHRICEVWTENDEEOL—LT—
DIZE-THERENTLIDE, SEHE. FHISES T RELTIKIEDEKRZRHEAL, 4
EEI EFRKERRBFIAFICEVTEN (B2 %) CEICEBRBREL . RSN -HERER
DTANEBE (DKL) FTEEERLET D, SHIT, COEBEIN-HERDBEAT A DHEE (2
) ZF. BEERKERHFIFT TR FIHFIHELVEMRICISBEICENRSIELET S,
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% /)(f{ e was /'/(/(///1'(//1(1/& /(/ lant.
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