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The United States Declaration of Independence is a statement adopted by
the Continental Congress on July 4, 1776, announcing that the thirteen
American colonies then at war with Great Britain were no longer a part of the
British Empire. Written primarily by Thomas Jefferson, the Declaration is a
formal explanation of why Congress had voted on July 2 to declare
independence from Great Britain, more than a year after the outbreak of the
American Revolutionary War. The birthday of the United States of America—
Independence Day—is celebrated on July 4, the day the wording of the
Declaration was approved by Congress.
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U.S. Constitution Created September 17, 1787

June 21, 1788 Location Authors Delegates
of the “To promote the progress of
science and useful arts by
securing for limited times to
Page 1/4 & Page 2/4 authors and inventors the
(copy of original) exclusive right to their

respective writings and
discoveries.”
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1787 9 17

Congress [1]
[2] [3] [4]
[3] [6] [7]

[8]
[9]

[11] [12] [13]
[18]

Powers Granted to Congress

n [ 1]

“To promote the progress of science and useful arts by securing for limited times to authors and inventors
the exclusive right to their respective writings and discoveries.”




Rights derived from United States Patent?

The right to exclude others from making/using/selling/offering for sale throughout
the United States/ or / importation of the Invention to the United States, its territories
and possessions. And if the Invention is a process, the right to exclude others from
using, offering for sale or selling throughout the United States, or importing into the
United States, products made by that process, referring to the specification for the
particulars thereof. --- 35 U.S.C. 154(a)(1)

Not Crime to Infringe U.S. Patent in the United States; thus, it is up to the patent
owner to decide if he/she wants to enforce the patent.

To “exclude” — A patent does not give its owner the right of making / using / selling /
offering for sale *1/ or /importation within the United States, its territories and
possessions *2 of the patented product (hereinafter referred to as “m/u/s/o/i”), to
himself/herself, but it gives the owner the right to exclude others from “m/u/s/o/i”.

*1) 1992 *2 1994



Rights derived from United States Patent?

Example:

Mr. Als LS Paten T2 Mr. B's .S, Patent YT
HEEE - 1858 =01 H 10 H HEEE 1862 F 04 H 10 H
T HE - 186002 HO8 H FIeFH 1863 =04 H 18 H

Claim 1: A pencil compnising:
a wooden rod, and
a lead provided in the wooden rod.

Claim 1: A pencll camprnsing

a wooden rod;

a lead provided in the wooden rod,
an eraser attached to an

end of the rod.

Iy Ce Produoct:

chipping porbion

~rooden rod

|- lead

erase
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Rights derived from United States Patent?

CAFC

PAICE LLC. v. TOYOTA MOTOR Corp.
Fed. Cir. 2007 10 18

Parice
Parice 25
CAFC

CAFC

CAFC Judge Rader




Rights derived from United States Patent?

PAICE 2006 5 20 eBay
eBay

0)

(i1
(i)
(iv)

€Bay
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35 U.S.C. 101 Inventions patentable

Whoever invents or discovers any new and useful
process, machine, manufacture, or composition of matter,
or any new and useful |mprovement thereof, may obtain
a patent thereof, subject to the conditions and
requirements of this title.




101

Patent act 1793 by Thomas Jefferson (Feb 21,
1793)

The patent act of 1793 authored by Thomas Jefferson,
defined statutory subject matter as “any new and
useful art ( $:3%), machine, manufacture, or
composition of matter, or any new or useful
iImprovement [thereof]. The act embodied Jefferson’s
philosophy that “ingenuity should receive a liberal

encouragement.” writings of Thomas Jefterson, at 75 - 76. See
Graham v. John Deere Co., 383 U.S. (1966)




101

Patentable subject matters: ( 4GFF R E I RE/R FKBAEE )

Process (method : F3E): 2 sce /In re Bilski (Fed. Cir. En banc. Oct
30, 2008)

Machine ( ## ) : concrete thing, consisting of parts or
of certain devices and combination of devices.

Manufacture ( £ fm ) : the production of articles for
use from raw or prepared materials by giving to these
materials new forms, qualities, properties or

combinations whether by hand labor or by machinery.

Composition of matter ( #2#¥ ) : a composition of two
or more substances.....




Copyrights All Reserved for Tatsuo YABE November 26, 2008




Copyrights All Reserved for Tatsuo YABE November 26, 2008




101

In re Bilski
Fed .Cir. (October 30, 2008)

CAFC

Benson Machine — or — Transformation
Machine — or — Transformation

(Machine)

Article
(Transformation)




101

In re Bilski (cont’d)

Bilski Warsaw

1. A method for managing the consumption risk costs of a commodity sold by a commodity
provider at a fixed price comprising the steps of:

(a) initiating a series of transactions between said commodity provider and consumers of
said commodity wherein said consumers purchase said commodity at a fixed rate based
upon historical averages, said fixed rate corresponding to a risk position of said
consumer;

(b) identifying market participants for said commodity having a counter-risk position to
said consumers; and

(c) initiating a series of transactions between said commodity provider and said market
participants at a second fixed rate such that said series of market participant transaction
balances the risk position of said series of consumer transactions.
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In re Nuijten Patentable Subject Matter

Is “electrical signal” patentable subject matter?

Nuijten

CAFC (2007 9 2 )

CAFC 2008 02

2008 10 8




101

Non-statutory subject matters
law of nature (E=mc?), physical phenomenon, @ MPEP2105
abstract idea (without application) MPEP2105
new mineral or new plant discovered in the wild MPEP2105

mathematical algorithm (math formula, equation, computer program per
se)

useful solely in the utilization of special nuclear material or atomic energy
in an atomic weapon — Barred by Atomic Energy Act MPEP706.03(b)

1954
device useful only for illegal purpose

MPEP2106.01
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' Nelson v. Bowler, 626 F.2d 853, 856, 206 USP(Q 881, 883 (CCPA 1080)

(%32} Inre Brana, 34 USPQ2d 1436 (Fed. Cir. 1995); Inre Gardner, 177 USPQ 396 (CCPA); In re Marzocchi, 160 USPQ 367 (CCPA
1971)

(%8} Inre Nuijten (2007)

(*g} Inre Bilski{Fed Cir. En banc. 2008)




MPEP Chapter 100-700



MPEP Chapter 100-700

Foreign Filing License
Inventor Correction
Provisional Application
Priority Claim
Hostile Inventors
Incomplete Application
Small Entity Status
Oath/Declaration
Notice of Omitted Items
=2004F9 421 B LA DB FTEERIC & B KEHED R
Calculation of No. of Claims
IDS Submission
Important Dates
35 U.S.C. 102 (Novelty)
35U.S.C. 101 (Patentable Subject Matter)
Final Rejection
Petition to Make Special
Suspension of Action
Due Date and Time Extension
Abandonment & Revival
FHIFER 35 USC134
IL—LDREBDYIHTE (CAFCDO 1 2 AOHE)
Interview
Swearing beck (Behind)
Rebutting a prima facie case of obviousness




MPEP Chapter 100-700

B Incomplete application - MPEP506
/ (112 )/
102 (b) 1
102 (a) 102 (e)
102 (b)
/ / (can be filed later)

Notice of Missing Parts ... no big deal

Notice of Omitted Items ... Ex) page 23 or figure 2 ( )

2004 9 21




MPEP Chapter 100-700

Small Entity
- MPEP509.02

NPO

(small business having less than 500 employees
Including part timers)

Note: A small business having assigned to large entity is not
treated as a small entity.




MPEP Chapter 100-700

Notice of Omitted Items: MPEP601.01(d)

such as page 2 of spec or figure 7 2 7 within 2 months
(no-time extension possible) such omitted items can be filed.

2004 9 21 112
USPTO )
112
Notice of
Omitted Items 112
2004 9 21
incorporation by reference
2004 9 21

2004 9 21
Notice of omitted
items




Calculation of Claim Fee including Multiple Dependent Claims:

Example:
17
1 6 7 14 1, 6, 7, 14 — Independent Claims
2-5 1 2. A device according to claim 1,
3. A device according to claim 1,
4. A device according to claim 1,
5. A device according to claim 1,
8 1 7 8. A device according to claim 1 or claim 7
9-12 8 9. A device according to claim 8
10. A device according to claim 8
11. A device according to claim 8
12. A device according to claim 8
13 8 9 13. A device according to claim 8 or claim 9
15 14 15. A device according to claim 14
16 13 14 15 16. A device according to one of claims 13 through 15

17 1 2 17. A device according to claim 1 and claim 2




Calculation of Claim Fee including Multiple Dependent Claims:

O Multiple Dependent Claims

m ————19

O 13 16 17)————— 3

Rules: Independent Claim in excess of 3 = $220 37CFR1.16(b)
Claims in Excess of 20 = $52 37CFR1.16(c)
Any Multiple Dependent Claims = $390 37CFR1.16(d)

Wrong Multiple Dependent Claim Counts as One Claim;
Any subsequent claim counts as one as well.

As of October 2008
13,16,17 Multiple Claim 1
a) 4-3=1 ($220)
b) 22 -20=2 ($52 x 2 =$104.00)
C) $390

a)+b)+c)= 220+ $104 + $390=U.S.$ 714
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Background:

Difference b/w Priority Date ( ) and Prior Art Date ( ):

(119 (119 ) 102(e) date
(120 ) 102(e) date
NAFTA ( ) 1993 12 08
(Rulel31 Affidavit: swear back )
WTO ( ) 1996 01 0321 (
Rulel31Affidavit )
Rule 131 (37 CFR 1.137:swear back) 102(a) & 102(e) 102(0)
1999 11 29 AIPA1999(American Inventors Protection Act of 1999) 2000 11
29 18 ( )
102 (e)

2002 11 04 Intellectual Property and High Technical Amendments Act of 2002
102 (e) 2000 11 29 PCT
102 (e) Date




HiFE-T3
Rule 131 3aUCE1149

1025%(e) 1l hiz & HE

W 8-102021

1025%(a) T
A ESANTE M)
1024 @)m FATH T

Copyights Reserved for Tatsuo YABE
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P LTS

I"HUIE131 —a2d e 2118

e AELEH

1025 (e)

N P e o
BEE- 102e)

102k T E AT

1028 (b)

Copwights R eserved for Tatzuo YABE
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102 (a)

35 U.5.C. 102(a)

102 Conditions for patentakility; nowalty and lees of right to patent

b, persen shall be entitled to a patent unless-

Wlﬂﬂ![ﬂbﬂﬁ%*.
e ETHET TR WewMTEn

the irmve nwhmwunibygémﬂumnxﬂ\muﬁbd

I.Pd-nhd: publication in thiz or a foreign country before the invention theresf by the

mh\“

Sl 1"‘|| ok

@ TS

=E 2 I-':HEI Wmm XV 111 82T
HelE L ESIEERE L E (Actusl Fediction to FractoslEy 12, Hafl

it 20 B eestable diligencel iR BEEL < HEE L 1= 548
HRHROEEH oveption date) T,
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(o) WEEAZESEL X 5 k42 BHEOEEA oFC. SEEEYVREMCE - TS R Bvs i,
AR EL LidMEICE - TEIFIREL { R FITECE SIS T e 215

* HFROEZTIT T
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102 (b)

35 U.S.C. 102(b)

A R TEA RO T THD

FEECC 3013 BRTET
(& l

hon was patfnted or dederibed in a printed publication in this or a foreign

ountry or in piblic use or on sale in this country mere than one year prior to the date

of the application for patent irﬂ:he United States, or

SEOAETOEEE  Clfer of Sale FEdr (HERED

Copyrights All Reserved for Tatsuo YABE November 26, 2008




102 (b)

* HETRE. e
* HETHITH
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102 (b)
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102 (b)

Experimental Use Exception:

° LaBounty Mfg. v. United States
Int'l Trade Comm’n 22 USPQ2d 1025, 1028 (Fed. Cir. 1992)

0 Experimental Use Exception

In re Smith, 714 F.2d 1127, 1134, 218, USPQ 976, 983
(Fed. Cir. 1983)



102 (b)

Sale:

* 102 sale offer to sale Ferag AG v. Quipp.
Inc., 33USPQ2d 1512, 1514 (Fed. Cir. 1995)

. “offer to sell”

Consolidated Fruit Jar Co. v. Wright, 94 U.S. 92, 94 (1876)

» Non-profit sale may bar a patent. In re Dybel, 524 F.2d 1393,
1401, 187 USPQ 593, 599 (CCPA 1975)

* Moleculon
Research Corp. v. CBS. Inc., 793 F.2d 1261, 1265 229 USPQ 805,
809 (Fed Cir 1986)

A printed publication:

o De Graffonried v. United States,
16 USPQ2d 1321, 1330 n7 (CI. Ct. 1990)




102 (e)

35 U.S.C. 102(e)

the invention was described in —

(1) an application for patent, published under section 122(b), by another
filed in the United States before the invention by the applicant for
patent or

(2) a patent granted on an application for patent by another filed in the
United States before the invention by the applicant for patent,

except that an international application filed under the treaty defined in
section 351(a) shall have the effects for the purposes of this subsection of an
application filed in the United States only if the international application
designated the United States and was published under Article 21(2)
of such treaty in the English language;
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102(e)date
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Faule 15112k % WTO MERE &t 1906 F 1 R1AE T
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E| B FR s EE

102e)date

Rule 13152 X % WTOIEREl &t 1906 F 1 B1HET
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102 (e)

2000 11 29
PCT 18
<PCT Article 21(2)(a)>
PCT 102(e)DATE
PCT PCT

102(e)DATE



al) PCT(EAA) 1172852000

where
c 200011 B2l
al) FCT (fA: before 11/23/2000) FEHSE:
al) T EFERA (3SR
ad) BBUBCETL(c)(1),02),(4) fulfilled
ad) B Publication

& 102 ()RR RITATD IR A L oNE:
e Pre-AIPAICERS ¢ 102 (VEIVER Fha0 T UL TR HEREIZRE R T B0
b5 F 102 e} date E1FB 2 EHERE

@ _BET a)PCT i T 10280e) date (378 Fia
@ _EAC o4 PREEEFIFHFTEORE RRELANCL - T 102 Fle) dateidiFsdvian . :

Copyrights All Reserved for Tatsuo YABE November 26. 2008




2000 4 11 A 29 HEFED POT Wle CREFSERU=RLA) 055 (AE~DEFFET
fEt4D -

ald BCT(E/d)

REEFRF TR IETE R s

where
o =AMNEILRMHE
al) BCT (fA: after 11729720000 HEHEE:
al) T EFEEE (S8

® 102 2 PECE D ATHIOIEER 20 1 2 )0l
2000511 B 29 5 REHT R REE T BT ERFD T, Revised -AIPA O 102 Frle) Mol 33 2.

& RS aNT 2B c k2 1023020 (1) date: — al)mE
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Z000 S 11 A 29 HLBED POT i Be CREFSE : =aR) 055 -

) S

whers
c = WWFE11AMHE
al) 0T (f/d: after 11/29/2000) HENEE:
al) T Elfeafd (W8
ad) BUACETLCa) (13,02 ,04) fulfilled
ad) 8 Rublication
a8) U3 Patent Granted

& 1005 ER S AT ETER 2H 1 2 a0l
000 % 11 B 29 B RS FEER T HEFD & Bevized -AIPAY 102 F(e)0EH Ih 2.
@ _E5 a2ECTEBNICE 3 102 8(e)(1) date: — al)DH

@ AT od) AEIEFREITIEONE LR S 10050 (1) date 1 =) H
@ AT abNCd o T 1025e) (2) date @ — al)DH
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[BUs]: 20004 11 B 20 HLBS® POT B8 CRENE) 0B84 (L EAS TERAR

|
ald BCTCE/d)
Vot

ls: e et L

where
c=2EILBFNAE
all POT (ffd: after 11729720000 HEHEE:
al) BT &3F (H S8 : BELMOMEEE )
ad) SBUACETLIe) (10,(2),(4) fulfilled
ad) S Publication
af) S Patent Granted

@ 102 F (e MRS RITHOHTEF HH 1 = N
2000 % 11 B 29 B AR B FEX G IOT REF ., Bevised -AIPA D 102 Fle)TNEMA XM E, LIVLESET KT
EffafS i EEiCIERRDREE & 102(e) Date - EFTR-E0 I BOAERBEERCE T 71 &

MEHEEZLIZHE 102(e) Date DI EF TR

Y EEE a2 T i & 10228=(e)(1) date : — NOME
@ EFed) HEEFRETRDME LREAMICE S 102 Rle) (1) date : —NOKE
@  EETaENCEE 102F0e) (1) date — NOME



Thank you
for your See you
Patience next time!
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