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Chapter Six

IDS Related Rules:

37 CFR 1.63: Oath or declaration
37 CFR 1.56: Duty to disclose information material to patentability
37 CFR 1.97: Filing of information disclosure statement

37 CFR 1.98: Content of information disclosure statement
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Statements 1.97(e)(1) & (e)(2)

Earlier One of

1st OA/ Final OA &
3months Allowance Payment of Patent
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f/date

\ N

/ / / /

(A) IDS only (B) IDS + Statement (C)- IDS (D) Only placed in a file
_ IDS + Fee - Petition - No consideration Given
- Fee
- Statement
statement B
statement 180 IDS Cc
statement IDS

Statement under section 1.97(e):

A statement under this section must state either:

(1) That each item of information contained in the information disclosure statement
was first cited in any communication from a foreign patent office in a counterpart
foreign application not more than three months prior to the filing of the
information disclosuree statement; or

(2) That no item of information contained in the information disclosure statement was
cited in a communication from a foreign patent office in a counterpart foreign
application, and, to the knowledge of the person signing the certification after
making reasonable inquiry, no item of information contained in the information
disclosure statement was known to any individual designated in section 1.56©
more than three months prior to the filing of the information disclosure

statement.

e IDS TIP: 3 IDS
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(see MPEP2001.04) (see 37CFR1.97(i))IDS

IDS (MPEP2014 &

37CFR1.555)
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MPEP2001.05

“information material to patentability”

(MPEP2001.04)

m 37 CFR 1.56(a) “information material to patentability”

37 CFR1.56(b) (1),(2)

“a prima facie case of unpatentability

(i)PTO (ii)
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prima facie case of unpatentability

m IDS IDS

(see 37 CFR 1.98 (a) (1), (2), (3) & MPEP609)

(1) IDS
(2) 1
(3) 1.56©

concise explanation of the relevance”)

m  Non-English-Language
“a concise explanation”

MPEP609. 04(a)lll:

( 2008 10 )

lll. CONCISE EXPLANATION OF RELEVANCE FOR

NON-ENGLISH LANGUAGE INFORMATION

Each information disclosure statement must further
include a concise explanation of the relevance, as it is
presently understood by the individual designated in 37
CFR 1.56(c) most knowledgeable about the content of

the information listed that is not in the English language.

The concise explanation may be either separate from the
specification or part of the specification. If the concise
explanation is part of the specification, the IDS listing
should include the page(s) or line(s) numbers where the

concise explanation is located in the specification.

The requirement for a concise explanation of relevance
is limited to information that is not in the English
language. The explanation required is limited to the

relevance as understood by the individual designated in
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37 CFR1.56(b) (ii)

(“a

IDS 37 CFR 1.98 a-(3)

Concise Explanation of Relevance for Non-English Language Information

37 CFR 1.56(c) most knowledgeable about the content of
the information at the time the information is submitted to
the Office. If a complete translation of the information
into English is submitted with the non-English language
information, no concise explanation is required. An
English-language equivalent application may be
submitted to fulfill this requirement if it is, in fact, a
translation of a foreign language application being listed
in an information disclosure statement. There is no
requirement for the translation to be verified. Submission
of an English language abstract of a reference may fulfill
the requirement for a concise explanation. Where the
information listed is not in the English language, but was
cited in a search report or other action by a foreign
patent office in a counterpart foreign application, the
requirement for a concise explanation of relevance can

be satisfied by submitting an English-language version of
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the search report or action which indicates the degree of
relevance found by the foreign office. This may be an

explanation of which portion of the reference is

particularly relevant, to which claims it applies, or merely

an "X", "Y", or "A" indication on a search report. The

requirement for a concise explanation of non-English
language information would not be satisfied by a

statement that a reference was cited in the prosecution

MPEP609. 04(a)lll:

37CFR1.56 ¢
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of a United States application which is not relied on

under 35 U.S.C. 120.

If information cited or submitted in a prior application
relied on under 35 U.S.C. 120 was not in English, a
concise explanation of the relevance of the information
to the new application is not required unless the
relevance of the information differs from its relevance as

explained in the prior application.

IDS
CFR1.56( )
(may)
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(can)
XY Z A (may)

7 ...may satisfy..” or

..may be satisfied ..
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“... can be satisfied...”)

OA

IDS

(37CFR1.97(f))

IDS

MPEP2012 Research and Eng g Co. v. Hercules Inc., (C.D. Cal. 1971)

Keystone Driller Co. v. General Excavator U.S. Sup ct. (1933); East

Chicago Machine Tool Corp. v. Stone Container Corp., (N.D. Ill. 1974); Chromalloy

American Corp., v. Alloy Surfaces Co. (D. Del. 1972)

MPEP2022.05
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Semiconductor Energy Lab. (SEL) vs. Samsung Electronics Co.,

Fed. Cir.: March 02, 2000

SEL USP636 SEL Y IDS
56 135968( Concise Explanation of relevancy (
37CFR1.98a3 USP636
Y
Fraud Y
IDS Fraud
IDS
Fraud
Y IDS “
? ( USP636
3 ” Y
(

Dayco Products, Inc., v. Total Containment, Inc.,
Fed. Cir.: May 23, 2003

IDS

IDS
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STAR SCIENTIFIC v. RJR
Fed. Cir.. August 25, 2008

CAFC

2004 Monsanto CAFC
IDS

IDS
IDS
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