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Chapter Four

MPEP Chapter 100-700

MPEP100 700 MPEP
Foreign Filing License
Inventor Correction
Provisional Application
Priority Claim
Hostile Inventors
Incomplete Application
Small Entity Status
Oath/Declaration
Notice of Omitted Items
2004 9 21

Calculation of No. of Claims
IDS Submission
Important Dates
35 U.S.C. 102 (Novelty)
35U.S.C. 101 (Patentable Subject Matter)
Final Rejection
Petition to Make Special
Suspension of Action
Due Date and Time Extension
Abandonment & Revival

35 USC134

CAFC

Interview
Swearing beck (Behind)
Rebutting a prima facie case of obviousness
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Chapter Four

ltems from MPEP 100 through 700:

m Foreign Filing License : MPEP140

® Passage of 6 months from filing date of US patent application
6

® Filing receipt that says so.

® Petition

Possible cure — retroactively

) USPTO Notice

Notice USPTO Foreign Filing License

BIS(Bureau of

Industry and Security at the Dep of Commerce: see MPEP Sec. 140)

= Inventorship Correction I : MPEP201.03/1997
37 CFR 1.48(a) — error in non-provisional application
(b) — deleting an inventor (in NPA)
(c) — adding an inventor (in NPA)
12
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(d) — adding an inventor in provisional application
(e) — deleting an inventor in provisional application

Requires a consent of assignee for (a), (c), and (e)

m Provisional Application MPEP201.04
June 08, 1995
88— > Nov 29, 1999 Patent Law Changes

-IDS
- Oath/Dec
(non-provisional application)
102(e) date (112
) - Rule 1.53(c)

102(e)date

(112 )

(provisional application/inventors/titte of invention/agent registration number)

— MPEP 201.04
IProvisional Application (1999 11 29 )
2
Conversion PA PA 1 NPA - Rule 1.53(c)
— 20 PA - Rule 1.53(c)(3)
— PA NPA
PA----- Conversion To------ 2> NPA

13
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(f7d) (f7d)
e - >
1€ - 1year ---—----- >
i---(20 Year Term Calculation)------- >
Claiming Priority PA 1 PA  35USC119(e) NPA
PA NPA 20
PA NPA PA NPA 1
(f7d)
I i (f/d) (Trans Due)
NPA ! -1- >
1€ - 1year ----————-—- =
| -==(20 Year Term Calculation)------- >
PA 16 NPA 4 - Rule 1.78(a)(5)
37CFR1.78

(5) Any nonprovisional application claiming the benefit of one or more prior filed copending
provisional applications must contain a reference to each such prior provisional application,
identifying it as a provisional application, and including the provisional application number (consisting
of series code and serial number), and, if the provisional application is filed in a language other than
English, an English language translation of the non-English language provisional application and a
statement that the translation is accurate. This reference and English language translation of a
non-English language provisional application must be submitted during the pendency of the
nonprovisional application, and within the later of four months from the actual filing date of the
nonprovisional application or sixteen months from the filing date of the prior provisional application.
This time period is not extendable. Unless the reference required by this paragraph is included in an
application data sheet (§ 1.76), the specification must contain or be amended to contain such
reference in the first sentence following the title. Except as provided in paragraph (a)(6) of this
section, the failure to timely submit the reference and English language translation of a non-English
language provisional application required by 35 U.S.C. 119(e) and this paragraph is considered a
waiver of any benefit under 35 U.S.C. 119(e) to such prior provisional application.

A) 35 U.S.C. 119 Benefit of earlier filing date; right of priority.

<>

(a) An application for patent for an invention filed in this country by any person who
has, or whose legal representatives or assigns have, previously regularly filed an

application for a patent for the same invention in a foreign country which affords similar
privileges in the case of applications filed in the United States or to citizens of

©

(1) An application for patent filed under section 111(a) or section 363 of this title
for an invention disclosed in the manner provided by the first paragraph of section 112
of this title in a provisional application filed under section 111(b) of this title,
by an inventor or inventors named in the provisional application, shall have the same
effect, as to such invention, as though filed on the date of the provisional application
filed under section 111(b) of this title, if the application for patent filed under
section 111(a) or section 363 of this title is Filed not later than 12 months after the
date on which the provisional application was filed and if it contains or is amended

14
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Example
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to contain a specific reference to the provisional application. No application shall
be entitled to the benefit of an earlier filed provisional application under this
subsection unless an amendment containing the specific reference to the earlier filed
provisional application is submitted at such time during the pendency of the application
as required by the Director. The Director may consider the failure to submit such an
amendment within that time period as a waiver of any benefit under this subsection. The
Director may establish procedures, including the payment of a surcharge, to accept an
unintentionally delayed submission of an amendment under this subsection during the
pendency of the application

(2) A provisional application filed under section 111(b) of this title may not be relied
upon in any proceeding in the Patent and Trademark Office unless the fee set forth in
subparagraph (A) or (C) of section 41(a)(1) of this title has been paid.

(3) If the day that is 12 months after the filing date of a provisional application falls
on a Saturday, Sunday, or Federal holiday within the District of Columbia, the period
of pendency of the provisional application shall be extended to the next succeeding
secular or business day.

(F) Applications for plant breeder”s rights filed in a WTO member country (or in a foreign
UPOQV Contracting Party) shall have the same effect for the purpose of the right of priority
under subsections (a) through (c) of this section as applications for patents, subject
to the same conditions and requirements of this section as apply to applications for
patents.

(9) As used in this section-

(1) the term "WTO member country" has the same meaning as the term is defined in section
104(0)(2) of this title; and

(2) the term "UPOV Contracting Party" means a member of the International Convention
for the Protection of New Varieties of Plants.

2006 2 17 2007 2 17

102 (e)date

IPA(JP) with USPTQ] > [NPA(JP) with USPTO] - [Submission of Eng Translationl > [Publication]

! ! y

.

Answer

NPA Notice of Missing parts

102 (e)date

»

15
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[ Table
Priority Result
102(e) date patent term
119 (foreign) X X
120 (domestic) O O
119(e) provisional'” 0 X

:Claiming Priority

Remedy for Failure in claiming a priority

> CPAApplication (MPEP201.14) 2000 05 29

Last Updated Nov. 12, 2008

CPA

> Reissue Application (can be filed during the term of patent)

AIPA1999
4 16
--37CFR1.55(a)(1);

__ --37CFR1.55(a)(2);

37CFR1.17(i) ($130.00)

37CFR1.17(t)

2008)

m Hostile Inventors : MPEP409.03

Under Rule 1.47(a) — signed by co-inventor(s);

($1,410.00: as of Oct

Under Rule 1.47(b) — signed by an entity (person) who has a sufficient proprietary

interest.

m Incomplete application : MPEP506

16
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/ (112 i
102 (b)
1 102
(a) 102 (e) 102 (b)
/ / (can be filed later)

Notice of Missing Parts ... no big deal

Notice of Omitted Items ... page 23 or figure 2 ( )
2004 9 21
m  Small Entity : : MPEP509.02
Ll ;
° NPO ;
) (small business having less than 500 employees including part
timers)

Note: A small business having assigned to large entity is not treated as a small entity.

ULEAD SYSTEM v. LEX Computer (Fed. Cir. December 09, 2003)
LEX 20 small entity
small entity status

non-small entity
small entity status

CAFC

17

2000, 2001, 2002, 2003, 2007, 2008 Copyrights All Reserved forTatsuo YABE,.



Last Updated Nov. 12, 2008

small entity

status
1/2 price
A) B) C)3
A) B) OA
Status
m Oath/Declaration : MPEP602
37 CFR 1.63

(1)
(2)
(3) 1.56
Note: Must be in a language understood by the applicant
Note: Full Name Required. J.F. Kennedy (NG) John F. Kennedy (OK)
Note: (CA required)

Note: Even US President cannot amend spec after the oath/declaration was signed. (In reality, he
may be able to do it!)

Note: Preliminary Amendment can be filed along with the original application on
the same date.

Note: Inventor — claim by claim; One contributed to the conception not for actual reduction to
practice. ( )

Note: for co-inventor, only one-way communication is necessary.

m Notice of Omitted ltems: MPEP601.01(d)

such as page 2 of spec or figure 7 2 7 within 2

18
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months (no-time extension possible) such omitted items can be filed.

2004 9 21 112
USPTO )

112

Notice of Omitted Items

112
2004 9 21
incorporation by reference
2004 9
21
2004 9 21

21

19
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(
)

(incorporation by reference)

incorporation by reference

§ 157(a)
§ 1.57(a)
§
1.57(a)
incorporation by reference
incorporation by
reference
(2)Incorporation
by
reference September
( 21, 2004 missing portion
§ 157(a)
§ 1.57(a)
-- § 1.57(a)()(i), (i), (iif)
8 Incorporation by reference "incorporate™

1.57(b) "reference"

(“'essential material')
incorporation by reference
§ 112 1 2
157(c) 112 6 means plus function

(""'non-essential material™)

157(d)

20
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m Calculation of Claim Fee including Multiple Dependent Claims:

Example:
17
167 14 1, 6, 7, 14 - Independent Claims
2-5 1 2. A device according to claim 1,
3. A device according to claim 1,
4. A device according to claim 1,
5. A device according to claim 1,
8 1 7 8. A device according to claim 1 or claim 7
9-12 8 9. A device according to claim 8
10. A device according to claim 8
11. A device according to claim 8
12. A device according to claim 8
13 8 9 13. A device according to claim 8 or claim 9
15 14 15. A device according to claim 14
16 13 14 15 16. A device according to one of claims 13 through 15
17 1 2 17. A device according to claim 1 and claim 2
‘ 6 7 14
N | —
r 3 5 8 % 15
] ] T |
9 10 11 12 [13 r1o11 12 113
O Multiple Dependent Claims
| —19
O (13 16 17)———3
Rules: Independent Claim in excess of 3 = $220 37CFR1.16(b)
Claims in Excess of 20 = $52 37CFR1.16(c)
Any Multiple Dependent Claims = $390 37CFR1.16(d)
Wrong Multiple Dependent Claim Counts as One Claim;
Any subsequent claim counts as one as well.
As of October 2008
13,16,17  Wrong Multiple Claim 1
a) 4-3=1 (%$220)
b) 22 -20=2 ($52 x 2 =$104.00)
c) $390
a)+b)y+c)= 220+ $104 + $390 =US$ 714
As of Oct 2008

21
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m |DS Submission timing IDS

® 3 months from the filing date or before 1% OA

e 1°0A

® Final Action(Allowance)

m  Chapter 700

L]

NAFTA Date:
WTO Date:
GATT Date:
AlIPI1999 Date:

IPHTA 2002 date:
PTO 21 C Rule Chg

where

allowance (Final Action)

Last Updated Nov. 12, 2008

IDS only
IDS / statement or fee /

Payment of Issue Fee  IDS / statement /petition / fee /

Dec 08, 1993 — Mexico/Canada

Jan 01, 1996 — WTO countries

June 08, 1995 — 20
Nov 29, 1999 — 103 (c)
May 29, 2000 — PTA

Nov 29, 2000 —

Nov 29, 2000 —PCT 102
Sep 21, 2004

(e)date

AlIPA: American Inventor’s Protection Act Nov 29, 1999

IPHTA: Intellectual Property and High Technical Amendments Act of 2002

USPTO 21 C Rule Chg:

m 35 USC 102 (Novelty )

a) MPEP2132
b) MPEP2133
c) MPEP2134
d) MPEP2135
e) MPEP2136
f) MPEP2137
g) MPEP2138

USPTO 21* Century Rule Change

22
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35 USC 102 Chart By T. WABE ov ®gf 1997

Pewioed el 2003

102(a) the invention was known or used by others in this country or patented or described in a printed

publication in this or foreign country before the invention thereof by the application for patent,

102(b) the invention was patented or described in a printed publication in this or a foreign country or
in public use or on sale in this country, more than one year prior to the date of the application for patent in

the United States,

102(c)  he has abandoned the invention

102(d) the invention was first patented or caused to be patented, or was the subject of an inventor’s certificate, by
the applicant or his legal representatives or assigns in a foreign country prior to the date of the application of patent in
this country on an application for patent or inventor’s certificate filed more than twelve months before the filing of the

application in the United States,

102(e)  the invention was described in
(1) an application for patent, published under section 122(b), by another filed in the United States before the

invention by the applicant for patent or

(2) a patent granted on an application for patent by another filed in the United States before the invention by
the applicant for patent,

except that an international application filed under the treaty defined in section 351(a) shall have the effects
for the purposes of this subsection of an application filed in the United States only if the international

application designated the United States and was published under Article 21(2) of such treaty in the

23
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English language;

Case 1
| ]
~ % —
102(e)date
Case 2
| -]
~ % R
102(e)date [ ]
Case 3
PCT >
102(e)c;’ate ]

102(f)  he did not himself invent the subject matter sought to be patented,

102(g) before the applicant’s invention thereof the invention was made in this country by another who
had not abandoned, suppressed, or concealed it. In determining the priority of invention there shall be
considered not only the respective dates of conception and reduction to practice of the invention, but also
the reasonable diligence of one who was first to conceive and last to reduce to practice, from a time prior to

conception by the other.

A _>

24
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m 35 USC 101 (Patentable Subject Matter)- MPEP706.03(a)

Anything under the sun, a product of human’s ingenuity can be a patentable subject matter.

Non-Patentable subject matter:- MPEP706.03(b)

Scientific Principles/Mathematical algorithm/

Atomic bomb Atomic Energy Act

Device used ONLY for illegal purpose

OK

naturally occurring things
A method which is purely mental
Claimed Invention Lacks Utility;

Disclosed Invention is Inoperative and therefore lacks utility;

m  Final Rejection: - MPEP714.12/714.13/ Rule 1.116

® Examiner can make the final anytime he/she repeats a rejection previously made

or is making a new rejection which was necessitated by an action of the

ENTER MPEP714.12

CCA Rules: -MPEP714.12

applicant (
FINAL)
(@)
(b)
(©)
FINAL
FINAL
FINAL
RCE
FINAL
FINAL

2000, 2001, 2002, 2003, 2007, 2008 Copyrights All Reserved forTatsuo YABE,.

(for Appeal)

(Cancel)
(Comply with)
RCE
RCE
RCE RCE 1
MPEP706.07(b)

25
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MPEP713.09
FINAL 3 1 3 6
Rule 1.136(a) automatic time
extension
FINAL
6
6 MPEP710.02(e)
Month Rule MPEP 706.07(f)

«—
»
A T

\ 4

Due date shifts from shortened statutory period to the mailing date of Advisory Action.

2
m Petition to Make Special : MPEP708.02
2006 8 25

IEEA Rule (no fee required)

(651)

(Upon payment of fee)
°

°
® Safer DNA
)

For by asking (search result/any restriction)

26
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® HIV/AIDS & Cancer

® Super Conductivity Material ( )

® Counter Terrorism

® Biotech Related Invention by Small Entity
2006 8 25

MPEP708.02(a) (Accelerated Examination)
1
13B
m  Suspension of Action
MPEP 709 up to 6 months; however, not during the outstanding OA

m Due Date and Time Extension

Rule 1.136(a) Automatic time extension: response to Office Action

Rule 1.136(b) extension for cause: Re-exam/appeal/

Note: Six months statutory time for all response to Office Action

Late payment of issue fee (petition under 1.137: Revival of Abandoned

Application) with fee

- petition under 1.137: showing the delay has been unavoidable

Formal DWG

Request automatic extension + fee

Notice of Missing Parts (English translation/Oath-Dec/Fee) — No 6 month
rule apply -MPEP 601.01(h)

Automatic time extension up to 5 months

27
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Appeal Brief Due
Automatic time extension up to 5 months. -MPEP710.02 (e)

FINAL 6 2 5
A A 4 >
Fl NAL 13
MPEP 710.02(b)
One month > no less than 30days 2 February

Two months > no less then 60 days

[ 35 USC134

112 ,

Notice of Appeal Appeal Brief Examiner”s Answer (Reply Brief, Oral Hearing)
Bd Decision CAFC or Dist Ct for DC

O 2004
Pre-Appeal Brief Conference (2005 7 )
Notice of Appeal Pre-Appeal Brief Conf
2

CAFC (Court of Appeals for the Federal Circuit)

DC CAFC CAFC

28
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CAFC  US Custom Ct (1909) US Court of Claims (1855)
CAFC US Court of Claims
Uniformity;

1

No Inter-Circuit Conflict;
Strengthen Patent Doctrine (Non-Obviousness;

Conduct; Preliminary Injunctions; Damages)

CAFC Art Il Judges

Paul R. Michel (Chief Judge) 1941 BA

Last Updated Nov. 12, 2008

1982 10 1
CAFC

Patent Eligibility; Inequitable

Pauline Newman 1927 Ph.D.(Chem) Pat Attny
Haldane Robert Mayer 1941 BS Army
Alan D. Lourie 1935 MS(Chem) Pat Attny
Randall R. Rader 1949 BAin Engl Known to be Patent Judge
Alvin A. Schall 1944 BA
William Curtis Bryson 1945 BA
Arthur J. Gajarsa 1941 MA Pat Ex/Pat Attny/ P of McDermott
Richard Linn 197?72 BSEE Pat Ex/Pat Attny
Timothy B. Dyk 19?7 BA
Sharon Prost 1977 MBA
Kimberly Moore 1977 MSEE
CAFC

Judge Rader

CAFC

29
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Judge Randall R. Rader:

Mr. Rader is a Judge on the United States Court of Appeals for the Federal Circuit.
He earned a Bachelor of Art Degree in English from Brigham Young University in
1974 and a Juris Doctor Degree from George Washington University Law School in
1988. President George Bush nominated Judge Rader to the CAFC in 1990. Judge
Rader is also an educator and now teaches Patent Law and Federal Circuit at
George Washington Univeristy Law School. His class evaluation by students
always tops among those other well known scholors at George Washington
University Law School. His energetic & frank manner of teachings at the Law School
always facinate those, especially, foreign students including foreign attorneys and

judges.

Avoid being a Special Court:

30%
15%
15%
30%
10%

CAFC

- Patent Cases;

- Trade related cases (Custom, Anti-Dumping,...)
- Federal Contract, Takings, Taxes, ...

- Federal Employer Due Process

- Veterans, Congress, ...

B Abandonment & Revival

® unintentional — large fee $/statement(non-intentional)

® unavoidable — moderate fee $/proof of unavoidable (entire delay from due date)

Intentional abandonment has NO cure ( )

Abandonment of application is not abandonment of invention

Date of abandonment > next day of due date

FINAL

|
v

30
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FINAL 3

® Interview: MPEP713

’

® Matter of Right — after 1! OA;

Last Updated Nov. 12, 2008

® No right after FINAL — Ex’s discretion (however notmally 1 interview after final

rejection is permitted (MPEP713.09)

m  Swearing Back Under Rule 1.131

Swearing back against 102 (a) or 102(e) rejection.

m  Rebutting a prima facie showing of obviousness under Rule 1.132

- Secondary consideration (Graham v John Deere)
/commercial success/unexpected results/licensing...

- utility or operability of the invention

[} 103

2007
International Co. v. Teleflex Inc. 82 USPQ2d 1385 (2007))
Graham 1966
Deere Co., 148 USPQ 459 (1966)

(A)
(B)
©

(D)

Graham

Rationales to Support 103 Rejection:

31
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Graham v. John
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Graham

(A)
(B)
©
(D)

(E) “Obvious to try”—

(F)
©)
TSM
1 2
1
2 Teaching Away
2 1
Teaching
Away
2
32
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] Graham 1966 2

103 Chapter Five- Section 4

33
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,7/17, /)((( e was /'///(*/1//’(«/1((//7 /e// blant.

34
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	35 U.S.C. 119 Benefit of earlier filing date; right of priority.
	Case 2
	Case 3

