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Chapter Five Sec. 2

35 U.S.C. 112 Specification

35 U.S.C. 112 1st paragraph:

The specification shall contain written

description of the invention, and of the (manner) (process) (written
manner and process of making and using it, description)

in such full, clear, concise, and exact terms
as to_enable any person skilled in the art to (enable)
which it pertains, or which it is most nearly
connected, to make and use the same, and
shall set forth the best mode contemplated (best_mode)

by the inventor of carrying out his invention.

A) adequate written description
support for the claimed subject matter in disclosure (specification)

information in claims/spec/drawings can be shuffled (MPEP 2163.06)

Abstract Abstract

112 1

112
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In re Gosteli (Fed. Cir. 1989)

In re Wright (Fed. Cir. 1989)

Gentry Gallery v. Berkline Corp
(Fed. Cir. 1998)

112

/n re Wertheim (CCPA
1976)

112

/n re Odd (CCPA1971)
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119
Ex Parte Bondiou (Bd. App. 1961)
2004 9 21
1.55
1.52(d)
A)
to those skilled in the art
112 1
112 1

CFMT, Inc. v. Yieldup Int’l Corp. (Fed. Cir. 2003)

112 112 Vas-Cash, Inc. v. Mahurkar

(Fed. Cir. 1991)

Liebel v. Medrad. Inc., (CAFC Decision on March 22, 2007)
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CAFC

B)

(MPEP2165.01 1V)

Best Mode Sep 05, 2000

Re  Best Mode -- 35 USC112(1) ; 37CFR1.71(b) & MPEP2165

112 1

m 35USC. § 112(1): 112 1

The specification shall contain written description of the invention, and of the manner and

process of making and using it, in such full, clear, concise, and exact terms as to _enable any
person skilled in the art to which it pertains, or which it is most nearly connected, to make and
use the same, and shall set forth the best mode contemplated by the inventor of carrying out his

invention.

(*1)

a7
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(*2)
(*3)
(*4)
(*5)
(*6)
(*7a)
(*7b)
Better
Mode (*8a)
CIP

(*8b)

(*1) Christianson v. Colt Indus. Operating Corp., 822 F.2d 1544, 1563, 3USPQ2d 1241, 1255
(Fed. Cir. 1987)

(*2) Page 796 Patent Prosecution Practice & Procedure Before U.S. Patent Office (2nd Edition)
By Iran H. Donner

(*3) Page 797 Patent Prosecution Practice & Procedure Before U.S. Patent Office (2nd Edition)
By Iran H. Donner

(*4) Randomex Inc. v. Scopus Corp., 849 F.2d 585, 7 USPQ 2d 1050 (Fed. Cir. 1988)

(*5) In re Gay, 309 F2d 769, 135 USPQ 311, 315-16 (C.C.P.A. 1962): MPEP2165.01-

(*6) Engel Indus. v. Lockformer Co., 946 F. 2d 1528, 20 USPQ 2d 1300, 1302-03 (Fed Cir. 1991)
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(*7a) Wahl Instruments, Inc. v. Acvious, Inc., 950 F.2d 1575, 1580, 21 USPQ2d 1123, 1127 (Fed.

Cir. 1991)

(*7b) Chemcast Corp. v. Acro Indus. Corp., 913 F.2d 923, 16 USPQ 2d 1033 (Fed. Cir. 1990)

(*8a) Standard Oil Co. v. Montedison, S.p.A., 494 F. Supp. 370, 206 USPQ676 (D. Del. 1980):

MPEP2165 011V

(*8b) In Carte-Wallace, Inc. v. Riverton Labs., Inc., 433 F.2d 1034, 167 USPQ656 (2d Cir. 1970)
CIP

Best Mode Oct. 18, 2008

(Taltech Limited v. Esquel Apparel: Fed. Cir.May

22, 2008)
USP
”bonding element”
LIMUHIAS0RE f i
United States Patent (1] Patent Number: 5,568,779
Wong [451 Date of Patent: Oct. 29, 1994
— 20 10
2 N -
(I AV A
' [
! 6 ' 3
g —=
! oy
12!
CAFC
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YES

112 1
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35 U.S.C. 112 2nd paragraph:

The specification shall conclude with one
or more claims particularly pointing out
and distinctly claiming the subject matter

which the applicant regards as his

invention.

MPEP 2173 Claims must particularly point out and distinctly claim the invention

2173.01

2173.02

2173. 03

2173.05
2173.05(a)

Applicants are their own lexicographers

Clarity and Precision
112 2

In re Cohn, 438 F.2d 989,
169 USPQ 95 (CCPA 1971)

In re Fisher, 427 F.2d 833, 166
USPQ 18 (CCPA 1970).
In re Hill,
161 F.2d 367, 73 USPQ 482 (CCPA 1947)
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Hormone Research Foundation Inc. v. Genentech Inc. 904 F.2d 1558, 15
USPQ2d 1039 (Fed. Cir. 1990)

2173.05(b)

A. “about”
area of the lower end of a mold as between 25 to about 45% of

the mold entrance”

“exceeding about 10% per second”

“at least about”

B. “essentially”
“a silicon dioxide source that is essentially free of alkali metal”

C. “similar”
directed to a nozzle “for high-pressure
cleaning units or similar apparatus”

D. *“substantially”
“to substantially increase the efficiency of the compound as a
copper extractant”

E. “type”

“ZSM-5-type aluminosilicate zeolites

“relatively shallow”
“of the order of”
“the order of about 5mm”

“substantial portion”
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“or like material”
“comparable”

“superior”

2173.05(c)

“a temperature of between 45 and 78 degrees Celsius, preferably between
50 and 60 degrees Celsius”

Il Open-ended numerical ranges

- at least 20% sodium

- not more than 70% by weight

1. Effective amount

In re Mattison, 184 USPQ484 (CCPA 1975)

2173.05(d) Exemplary Claim Language (“for example” “such as”)

“R is halogen, for example, chlorine”

“material such as rock wool or asbestos” Ex parte Hall, 83 USPQ 36
(Bd.App.1949)

“lighter hydrocarbons, such, for example, as the vapors or gas produced” Ex
parte Hasche, 86 USPQ 481 (Bd. App. 1949)

“normal operating conditions such as while in the container of a proportioner” Ex
parte Steigerwald, 131 USPQ 74 (Bd. App. 1961)

2173.05 (e)

said lever lever
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(levers) said lever

the outer surface of said sphere sphere has an outer surface

2173.05 (f) Reference to limitation in another claim

“A product produced by the method of claim 1”

“A method of producing ethanol comprising contacting amylose with the culture of

claim 1 under the following conditions...”

2173.05 (g) Functional limitations

2173.05 (h) Alternative limitations

I. Markush groups
Markush
a Markush group recites members as being “selected from the group
consisting of A, B, and C.” see Ex parte Markush, 1925 C.D. 126
(Comm’r Pat. 1925)

AB,C.D

1. “or” terminology

“or”
“wherein Ris A, B, C,orD.”
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2173.05(i) Negative limitations

“R is an alkenyl radical other than 2-butenyl and 2,4-pentadienyl”

“said homopolymer being free from the proteins, soaps, resins, and sugars

present in natural Hevea rubber”

2173.05(j) Old combination
A claim should not be rejected on the ground of old combination.
O A rejection on the basis of old combination applied in Lincoln Eng'g Co. v.
Stewart-Warner Corp., 303 U.S. 545, 37 USPQ 1 (1938) —

2> 1952

2173.05(k) Aggregation

A washing machine associated with a dial telephone.

2173.05 (m) Prolix

2173.05(n) Multiplicity

2173.05(0) Double Inclusion
( Murkush )

Ex parte Kristensen, 10 USPQ 2d 1701 (Bd.
Pat. App. & Inter. 1989)

2173.05 (p) Claim directed to product by process or product and process
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In re Moeller, In re Luck, In re Steppan, and In re Pilkington
2173.05(q) “use” claims
101
112 PTO use
101 112

2173.05 (r) Omnibus claim

A device substantially as shown and described.
112 2

2173.05 (s) Reference to figures or tables

Fressola, 27 USPQ2d (Bd. Pat. App. & Inter. 1993)

2173.05 (u) Trademarks or trade names in a claim
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35U.S.C. 112 3 paragraph:

The claim may be written in independent
or, if the nature of the case admits, in

dependent or multiple dependent form.

35U.S.C. 112 4" paragraph:

Subject to the following paragraph, a claim
in dependent form shall contain a
reference to a claim previously set forth
and then specify a further limitation of the
subject matter claimed. A claimin
dependent form shall be construed to
incorporate by reference all the limitations

of the claim to which it refers.

35U.S.C. 112 5" paragraph:

A claim in multiple dependent form shall
contain a reference, in the alternative only,
to more than one claim previously set forth
and then specify a further limitation of the
subject matter claimed. A multiple
dependent claim shall not serve as a basis
for any other multiple dependent claim. A
multiple dependent claim shall construed to
incorporate by reference all the limitations
of the particular claim in relation to which it

is being considered.

Last Updated Nov. 12, 2008

112

112

112
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35U.S.C. 112 6" paragraph:

An element in claim for a combination may

be expressed as a_means or step for

performing a specified function without

the recital of structure, material, or acts in
support thereof, and such claim shall be
construed to cover the corresponding

structure, material, or acts described in

the specification and equivalents

thereof.

“Means + function”

In re Donaldson, 16 F.3d 1189, 1195, 29 USP0O2d 1845, 1850 (Fed. Cir. 1994: in banc)

The plain and unambiguous meaning of paragraph six is that one construing means-plus-function language

in a claim must look to the specification and interpret that language in light of the corresponding structure,
material, or acts described therein, and equivalent thereof, to the extent that the specification provides such
disclosure. Paragraph six does not state or even suggest that the PTO is exempt from this mandate,
and there is no legislative history indicating that congress intended that PTO should be. Thus, this court

must accept the plain and precise language of paragraph six.

Office personnel are to give the claimed means plus function limitations their broadest reasonable
interpretation consistent with all corresponding structures or materials described in the specification and
their equivalents. means + function

MPEP 2106 C:
pp2100-8 & MPEP 2181 ~ 2186

112 6

112 6

A means for step for

B means for step for
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C means for step for
A means for
6
means for step for

v. XL Systems Inc. (Fed. Cir. 2000)

C 2Baffle Means
Baffle

step for

112 6

112

Last Updated Nov. 12, 2008

112

Watts

Envirco Corp., v. Clestra Cleanroom Inc. (Fed.

Cir. 2000)

112 6 means + function

(means + function)

112 2

In re Donaldson Co., (Fed. Cir. 1994) (in banc)

112 2

means + function

See Atmel Corp. v. Information storage devices (Fed. Cir.

1999)

Means + function

Cir. 1997)

Donaldson 1994

Donaldon
function

59
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means or step +
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(initial burden of

proof)

means (or step) + function

Kemco
Sales. V. Control Papers Co. (Fed. Cir. 2000)

Caterpillar Inc. v. Deere & Co., (Fed. Cir. 2000)

IMS Technology v. Haas Automation Inc. (Fed. Cir. 2000)

Hybritech Inc. v. Monoclonal
Antibodies (Fed Cir. 1986)

In re Mulder
(Fed. Cir. 1986)
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1.132
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Means + Function Claim Example

35USC112(6)

Last Updated Nov. 12, 2008

Means + Function Claim

None Means+Function

Specification

Disclosing a screw for connecting X and Y.

/ .
,
o o
Claim 1. Claim 1.
A device comprising: A device comprising:
X; X;
Y; and Y; and

means for connecting X and Y.

a connector which connects X and Y.

Specification/Dwgs only discloses “a screw”,
then “means for connecting” is construed to “a
screw” and its equivalent.

Then any form of member that connects X and
Y will be encompassed in the scope of
“connector”, i.e., screw, rivet, glue, & welding.

] Step of ....

means plus function claim

CARDIAC PACEMAKERS, INC., GUIDANT SALES CORPORATION, and ELI LILLY AND

COMPANY,

s. ST. JUDE MEDICAL, INC., CAFC decided on 2004.10.20

EP means + f

unction
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Relation to the Doc. Of Equivalents

Warner-Jenkinson Co. v. Hilton Davis
Chemical Co., 117S. Ct. 1040, 41 USPQ2d 1865, 1875 (1997)
112 6

Graver Tank
Dawn

Equipment Co. v. Kentucky Farms: Fed. (Cir. 1998

after-arising technology
Chiuminatta Concrete v. Cardinal _(Fed. Cir. 1998)

means
S Sage
Product Inc v. Devon Industries, Inc. (Fed. Cir. 1997
means means
York Products v. Central Tractor (Fed. Cir. 1996)
means
( ) Cole v.

Kimberly-Clark Corp. (Fed. Cir. 1996)
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baffle means baffle

Envirco Corp. v. Clestra Cleanroom (Fed.

Cir. 2000

“lever

moving element for moving the lever” and “movable link member for moving the lever ....and for

releasing the lever” 112 6 means-+function
Ethicon, Inc. v. United States Surgical Corp. (Fed. Cir. 1998)

(control means)

control means

Arisocrat Tech. v. International Game Tech.
(CAFC decided on March 28, 2008)

1 Means Plus Function ""game control means"
(structure) CAFC
112 6 Structure)
112 6 structure
structure
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