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New Rule Package Dead!
(Jo &= EDudasEK D4Rl 77 Bl B k)
Written Description Req. reviewed by en banc
11255 1EHRZH R ELRE (CAFCKIELE)

Product: by Process Claim — Abbott Lab v. SANDOZ

JRF Gk NA =T AR T —.Ls DHEF| & [F 2 FRIE TE

Jury or Judge: Who should decide obviousness?
HEHEZHIE 5D IEfEED ., EHFIEH 2

Kappos' (New: PTO Director) Inauguration; Message tor Examiners; RCE to
be docketed as Cont. Application (i.e., Div: App.)

K EFEFITISH LU & B Kappos K mifE

Patent Reform Act: S515;

KEHFET A IE = (EBEEES515)

In re Swanson (Fed Cir Sep. 2008);
HEFFCAEDEESNI=IL—LZERLCEIHITEoTUSPTON B EE CEMICT=SD 7

In re Bilski (Sup Court Reviewing Now);
ORI — LD (REXR) Zi4E(EMachine or TransformationF A CEHETL TRLIA 2

Tatsuo YABE November 12, 2009



(1) New Rule Package Dead!

= USPTORK EKapposk (. pi&EE (Dudasks)
[ISEo e n=ciEl e AR llEEEIL T 5
Lol B G A== Li= (USPTO®M
JLAY)—R e

s cc k> CHIEEDuUdasKISEAELZ 50
el i TRl E DB ZE R A EhV7akiil
=L71=,

Tatsuo YABE November 12, 2009 3



(2) Written Description Req. to be
reviewed by en banc (CAFC) 1/3

Ariad v. Eli Lilly & Co. Fed Cir. 2009 August 21, 2009

1. Whether 35 U.S.C. § 112, paragraph 1, contains a written
description requirement separate from an enablement

requirement?
KREEREFE112E5E1/N57 SIDI RS Z 1 [E/NS T 5T DIE
Al fE 22 14 | (X BHH#= DR ISK 9 A5l DZEEZ g 55D 0 2

2. If a separate written description requirement is set forth in

the statute, what is the scope and purpose of the
requirement?

ERRIDEZEZMNYESDIZEIZ, ENTIEEBHZEIDERT HECAF
i ? (EnerlEEZE IS, SHICTE DS OBEEHDTIESNEDH ?)
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USP5,064,244 Gentry Gallery

©
o))
o)
\
—
&)
©
Q
=
Q.
-
)
&)
Q
=
X
S
Q
o0
>
>
L
©
O)
>
-
jd
=
Q
O




(2) Written Description Req. to be
reviewed by en banc (CAFC) 3/3

Gentry Galley v. Berkline Corp (Fed Cir 1998)

s UISA=27 HDsEERFo D ez E L7
HL—LA=5 LT, E—DEHEfEEa ) — LI
BTN A ERF TN S, CAFCIE: ., ZEht{5l o452
L — LIS AT LB ED D6, IBEDISH
iz — L EERF DD A—F M 7EEL .
1122517557 527.0) Written DescriptionZ44:%
=L CVE v EL T EDEH ETLT=,

s CDFIBFILLE, BRI L—LIS% LT =
LUMSEIS(E1125 (1) Written Description:2 /&
LTOL—LzEHEFIETT SFIBIA I HT=,
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(3) Product by Process Claim (1/2)

= ABBOTT LAB. v. SANDOZ
CAFC en banc Decision, Issued on May 18, 2009

J AR IR T BRI L —L(product by process claim)® > Bz R E %5
L— L DAER == LIRS A & V=B L T . CAFCIZ1991 4 MScrippsii
(REHE ST H R B [EfE e s SlE AR L 7L Y ) £ 19924 d) Atlantic
Thermoplastics#IiR (RE WIS T A LR A Bt i S SRS 5) CE >
EIMS®RL TN =, ScrippsHliR+tAtlantic Thermoplastic|; 2+ CAFCMD3 A
Dy INF)LHIRTZoT=0)C ., 5 [BICAFCKE 5+ 7R CAtlantic
ThermoplasticHlFRAIELL. ScrippsHliR[EEENChHEAE L=,

215, REFIEEFISIET B IRNATHERIL—LDTHEAE B IEEkE
RERIRL, AITOERBREWEERZTINXE LH DT FHRDEIZTHT =
cEITNIEIEZF CHAHEHIT L=,
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(3) Product by Process Claim (2/2)

BL. NiBEZEHRZ 2= R 3= =+ (=
(&7 B R Eh Wi*ﬁﬁtﬁiﬁ’(%é&ﬁﬂ Li=
N, BRNEDH T, Bold, FEriEz HlkTo
colSEpiE= (RESTE) CHEIR 9 DV E
MZELTIEBIE L TLVELY,
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(4) Jury or Judge:

\Who should decide obviousness?

SR EEE BT DR Tl BB ED BB (FEEME CHhHEL T S, L

MLCAFCOD eI ClESDEMDiEZEMEI=H L ChEENFAZLELTERELTEY,

SEzetRl X AFHIE DEEFESNTINS, #loT, HERIRE A [EMEELE 455

;)) BB 1A TSR L CEetlEr (B E) DA% B H| Wiz 15 D12 F AVE L ELNSDAYZEIF T
Do

B EICE TS B DH I EfEEDZEEZEICH T 3 EEEFIE IS L 5iEEF s
DIZHBABECIEZELY ., ABDIS, HEF S S5 EIS. E DA FEFEICL TR S =
PSSR Z LY, CHRZHHEICTAHNKKSREHZH DB (TS AT C &

(I3 L=DuffyZidz (GWUE—X % —)1) EDabney ks (KSREID 5+ L) IS L 25 = L2

bié;h'f:o

The question presented is: whether al person accused of patent
infringement has a right to independent judicial (not by jury) determination
of whether an asserted patent claim satisfies the “non-obvious subject
matter” condition for patentability.

Dabney K & U Duffy & (& 3£ [=Medalatt 2l 1£E A
Medela AG v. Kinetic Concepts (Aug. 13, 2009)
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(5-1) Mr. Kappos (New: PTO Director)

= USPTOD#Hi£E . David Kapposk (4%eFk5+:E=ChY . JTIBMEIHEE)
DEZREMIEDEE M ST,

s Obama kB {Efmei=Kapposk (&, BushBI#Z | CIEmmci=4+
EFDEFEEE O CafELzai&E E DudasK & (3% BEE HI7ZE A MG A0
KapposE 204 LI_E [S45 &~ 5y BBl 1E == (IBM) G DX B DRz 55 .
PTO& E (S5iiEer 5aiz ClZIBMDEIfE & . B #iZ T Y., IBMD
HETDEH R DI - BTN — VA g B1EZE > TNz, Ei=,
F&liﬁi@#ﬁ%@#éﬁi%@f&é’& K E DFEAHEFIE = DA% E BIFE
FL Tl =,

s KapposK(&1983FEISAY I I =F R=FICCESR TJEa—3F—T %
D=L7z7BEL., FEICIBM TS EL CEiFzRia0 . 19904F(127")
A IL=T7 M dDBerkeley KO —R 57— )LIZTID GEZtE L) ZHE,
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(5-2) Mr. Kappos (IVMlessage to Examiners)

Director Kappos: “On the subject of quality, there has been
speculation in the IP community that examiners are being
encouraged to reject applications because

Let's be clear: >?

EBRBICHILTCAYIE—DZEE L,

HitEd A EMFEDmEZER LI HELVSEIESI=Z A SN 4FEEISIET S
IL—LzZBHISEERIL ., #FERTELZWD I L— LZEEHT LA =]Y
BACERZI D&
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(5-3) Mr. Kappos (New Count System) 1/3

PTOMDKapposEElE. BEE DA I AT LDEBEIZE,

@USPTO

BT DAI VAT TS, FEE S22 EERBISHI D/ IV RSN THY(F
BE DT II=EY IV BN EES) . = 1B B DiEE (73> ) EFHAT9 Dec C
1A MEEL., 2B B EED T 7330 DETISELTIE—tIh (L EEET=T . &
RIS FEZLEESE T (FEr B E hAWEEMERE) Lic LSS50l U MEF CEdH e
ElSiE>TlND,

IER, ZEBE [daria itz S EEANISRCEZEEIL . HFEADRCEZE T b EISk>
TA4h ok (2EIDHFEILESE T ISHE T A1) EiEF =Tl =, LA L. Kappos
REDIRESTAHETA I AT LICHENVTIE, RCEEMMISELoTL. 7541 (317274
AR) . ZDEDRCEEL.SHRAEET D, . [REEDZERISEHL T2 1 2k (e
BEDHWNTEMREE)ZES C=5D, H I EDEEHZ 51 BB DSEAEHEEENS
12581k sx#RHEEISIX0.25 81k, ZL TR E (BE)IZ0.5hK 1 ~ET 5
(B IRIEFEDHEDENGEICITHENIE (BE)IC0.75K 1 EET D) o
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9-3) PTO’s New Count System 2/3

| to0 | fioee)] ] 000 |
100 | [ 100 ) 100 | 20 |
| 100 | [ oo o0 ] 0

e e 200 Original
T 151 RGE

Fi 0 Final
(o5 | 100 | oss | o5 |w 50 Ind & Subsequent RC

In proposed new count system, affer on FADM the examiner gels the remainder of counts
(0.75) either by:

B Getting o Disposal [(0.75) with no previows Final Refection, or

B Doing o Final Rejection (3.25) then subsequently getting a Disposal (0.50)
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(5-3) PTO’'s New Count System 3/3

o EERERZEAI R TLICENCEEEE N 2E B LLFED
7oA N EER AT A EDA T4 I DEER G S

CelgdpEYEFTFTE7E0Y,

RCE(ibliU%EE‘I EoIClik

N ChrdH, o, HENSESTIERIEYELEE D7

VAV CHEFIEDEE i AN IEAETC=5H 8IS *)Jﬁﬂd)Ob—
LRSIRELTELCENEETHAEEZS,
o =bhIZ, Z3E

%EH#FE'E]&L’C &')%)_t?ﬁ\

H1F TS0

‘c‘firL’CEFa") %ﬂ = 75\/(/
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(5-4) Mr. Kappos Rescinding Infamous Patent
Rule Package

= USPTORK EKapposk (. pi&EE (Dudasks)
[ISEo e n=ciEl e AR llEEEIL T 5
Lol B G A== Li= (USPTO®M
JLAY)—R e
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(5-95) RCE to be docketed as “Special
New Application™ 1/2

B USPTO[Z: (frfrEEEaK)
ISx19 5&aDEF=FHICEL T, Special New
ApplicationDIHINERICEST SR ELEL=,

B Speciall New Applicationd L % 5 &3k, Bl5 ., iz
FE, 2il&, el EERICM LATL—LCEFLTEHENE
NS EC, BT A DETCERZEEEIS. RCEZZEHL CTH
524 AIIRIRZEEZ IR LT IE7E 57200 DY, ZDFA L
JLyr—mBERENSHEL DT E,

B o<, 118158 [ZMDRCEISHITHEEIEEEEEE
ISEoTlE, DREYEBENSETFESND, ZEFREZRDHFE
ISHE U TIEPTAGFE i T HARDIER) 1< =HISIEHF F
IR BIERET E7E o mMBLNTELY,
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(5-95) RCE to be docketed as “Special
New Application™ 2/2

BB = PR EE 1R D FEBAICEE L Cld, RCERIC1&E~24&L. £
HEBEENELZNEDSD L (PTAZE R C=1=ELTY)
B ISEEISHEY DT, mBEfERISA e 2—7= L,
Z L CRCEZISEBEMNErRI C=ZadL— LzxikHcl
FNEBREDH = CEHICRCENZEERZLI=X7551> 1>
FTA I T AZ D EMEEELD CHAD o

BB IC7E o= 2 ICRCEZ T AL EREE LT

e R S5 [S AL

& B 2 D

L. R (D

B ERRE = NELSA 2 T4 T IMEIK T A,
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(6) Patent Reform Act: S515 (1/2)

5t ot R

JL—REYAE (AT IS LSBT ZRIFELUN CHANILFEF K AR EE

STt (BzidFE H and 134, 250, 2. B FEE DM AN ISESHEFETA
FSNASEM)

iz A IS LA HFEOK

HERE (ZIBEAILT 1L EChY)., BEEEDEE /545 50+ TS CE Yl 72 &5
EFEZZEEL, BFEECEDETRESMNAESEE)

=== 0 5E (Seagate; TrechnologyI;220074=%EA3zZ1E)

SelE e (FE S i orE) B-E 7 JLFEBA ISR N ;

MEZREZRE LI CHlE ((T51&1245 8 UINISHRE. E£5 1% LS ISEE S A DA
EZ3aae; TIATLLA S EAREIRE  EL, ARFE—FERDEA 1))

FE3E iR (AR5 A U fli79; JL— L E D& iR E 7 HE)
I — LEFRIS 9 S fE EEER (1B LCAFCIE & EHY)

ARANE—FDEBZ1125K(ITHEET T 5D, Gt - T 5 R EEH LI TTDHEEFESNE
HIZIEZE SR ;

HEZARHFEFNTLVED;
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(6) Patent Reform Act: S515 (2/2)

Obama Administration Supports S515
(Patent Reform Bill)

200910858 . BHEE=E=E . Gary LockeES(ELeahy
ElZsz S . Sessions M EizE s Lz E FliaEE =
FE A N=FE(<, ObamaBitEDS515(_E[FIC SA4EEE
SIE/EZE 20094 [S%i9 & R e = Ciem Lz,

F R RIS KD E., FBTld., S5151F4F %o IE Z=ICE AR
ISEETHEL., HESIER VA FZBSTLND,
ANEAANLEARHIISERL TGV EEEDEE(SHRY
Tl EEEE 72 AT EICiEAMELNTELY,
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(7) In re Swanson, (Fed Cir. Sep, 2008)

EFNHhEL, 2ild. CAFCTHEF DA ZENM RSN I=EL TH, PTOIZH
WCELCETHEMMEEm CEo CTHEB CEMISTESAREEHY
REERAISH O TIER I LI Er DAEZNIENHEESN D, HloT,
PR Z 25 (9 A< Z . clear and convincing evidence (BAE GHE
DERTFIE Dion DREHL) DL S AE CHRERNZ £ & L7E T AL (S 755750V,
PTOISHE Y CHEEEZ i 9 DI=(SNQ of Patentability AV ZEk =415,
AL, FFEF DA HIEDIEFE M HEISALDHI)C, preponderous evidence
(GESLODZ#E) DD ILaES 1 CEZZ F5E T D

IHN14] The USPTO instructs examiners that a final court
decision of a claim's validity will not preclude a finding of;
a substantial new question off validity based on the same
art because of the different standards of proof employed
by the federal district court and the Office. Manual Pat.

Examining P. § 2242.
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(8) In re Bilski (Sup Court will review) 1/2

B Inre BILSKI

Fed .Cir. Xi&Z%Z¥I;X (Decided on Oct 30, 2008)
CAFCKREZEHIRIZI T ORI EEFrIgE EENE N T HIETT 5
HEE(L, CHIZR=NI=F Ak
( Machine — or — Transformation. 7T AR ELI ChHELI=, ZE%

FAREIFZLLFE D (1) ZE=1E (2) DNiET=cniniE 101 & THE T DECH
DAFEFrlReiE ) BRI — L ChHEH 5

s (1) JL—Lsni=JBEX[345E DR (Machine), 2kiE., Z=E (<R
BTSN 2 X[k

s (2) JL—Lsni=JBEX[3457E DYI(Article)z= 272 5 K RE [ F
DH(thing)I=Z#2 (Transformation)sr5H» 2
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(8) In re Bilski (Sup Court will review) 2/2
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Thank You for Your
Attendance!

Tatsuo YABE



