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Overall Aim of Patent Modernization Law

=> The German Patent Modernization Law
(Patentrechtsmodernisierungsgesetz, PatRModG)
aims to maintain and strengthen the
competitiveness of the German patent system
in Europe and on an international level particularly
through a reform of the German nullity
proceedings
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Overview of Changes Introduced
Patent Law: Employees' Inventions Act:
Streamlining of nullity appeal Claiming Procedure revised
proceedings No changes to remuneration

Maintain separation of nullity
and infringement

Introduction of Claims' Fees

before GPTO
PatRModG
Trademark Law: Procedural Issues:
Choice between reconsideration "eGovernment” (electronic
or "direct" appeal proceedings communication)
Opposition based on prior rights Procedure for Supplementary
for trade designations (like CTM) Protection Certificates

Issues of Representation
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Overview of Litigation Proceedings

Route to Challenge a Patent

\" Grant of a European : | Opposition Opposition Appeal |
o) Patent effective ; > proceedings (EPO S Proceedings E Route to Enforce a Patent

J' in Germany Opposition Division) (Technical Boards of
Appeal)
Nullity Appeal
Proceedings to
before Federal Court of
Federal Patent Justice (BGH)
, , Court (BPatG)
; Opposition Opposition Appeal !
Grant, of a German HEN proceedings (GPTO N Proceedings ! \ f
National Patent Opposition Section) (Federal Patent |

— PatRModG

rzzzzz;zzz2x>L e Y e 222

Appeal to the

Civil Courts Infringement
Proceedings at the
Regional Court (LG)

Appeal to the
Higher Regional

Federal Court of Justice
(BGH)

Court (OLG)

N -
. . \/ - . . .
The Civil Courts may suspend the proceedings at their discretion
TIME >
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Chances of Success of Nullity Appeal ProceedanSE o e,

In the years 2000-2007 473 appeals were filed against first
instance decisions of Federal Patent Court (BPatG)

Confirmed BPatG
20%

Appeal ReversedQModified
withdrawn/Settled 17%
63%

|:> Average duration of nullity appeal proceedings before the
Federal Court of Justice (BGH) is more than 4 years!
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Final Result of Nullity Appeal Proceedings (BGH) gzmiasess...

From 2000-2007 the Federal Court of Justice (BGH) concluded
149 proceedings by decision (while additional 257 appeals
were concluded without decision, i.e. withdrawn or settled)

Dismissal of
nullity action
32%

Full revocation
38%

Partial
revocation
30%

|:> ~ 80% of nullity proceedings concern European patents
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Specific Aims of Patent Modernization Law MB&P

|:> Streamlining of nullity proceedings both in first and second
instance

|:> Concentration of the inquiry into the facts in first instance
before Federal Patent Court (BPatG) similar to revision of
German Code of Civil Procedure introduced 2002

|:> Reduction of number of appeals filed against first instance
decision by Federal Patent Court (BPatG)

|:> Shortening of average duration of nullity appeal
proceedings (presently more than 4 years) and Reduction
of backlog before Federal Court of Justice (BGH)
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Changes to First Instance (Federal Patent Court) MBsP
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Early indication of
relevant facts and
provisional opinion
by Federal Patent

Complete fact-finding by
Federal Patent Court
(Nullity Senates include

2 legal and [ Court _ .

3 technical Judges) || Setting of deadline for
for all prior art documents Federal Patent submission of requests
for all requests on file Court and further arguments
if needed, hearing of > streamlining of

technical expert

submissions by parties
Preclusion of new ||
requests, facts and
arguments after

deadline, if:
oral proceedings delayed
late-filing not excused
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Predicted Course of First Instance Nullity Proceedings (BPatG)

<+ Plaintiff: Nullity Action filed with Federal Patent Court (BPatG); Court fees paid
{- BPatG: Notification of Nullity Action to Defendant with invitation to reply
1M

- Defendant: Reply indicating intention to defend patent

= BPatG: Notification to Plaintiff & Invitation to Defendant to file Statement of Defense

- Defendant: Statement of Defense
Reasons for rejection of Nullity Action
Main/Auxiliary requests, if desired

:L BPatG: Summons to Oral Hearing (to take place about 6 to 9 months later)

3+1M

<2M?

+ BPatG: Indication of relevant facts and provisional opinion; setting of deadline

™
- Plaintiff/Defendant: Filing of new requests, new facts, arguments and evidence
23M < 1M
- Plaintiff/Defendant: Filing of counterarguments to last submission of other party
= BPatG: Oral Hearing
* Proposal for amicable solution; Fixing of value in dispute
* Requests of parties; detailed discussion (hearing of witness(es)/expert(s), if necessary)
* Preclusion of new requests, new facts and evidence from the parties, if its consideration
would cause postponment of Oral Hearing and late-filing not sufficiently justified
* Decision (usually at end of Oral Hearing); subsequent written decision more detailed

TIME
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Early Provisional Opinion by Federal Patent Court

rrrrrrrrrrrrrrrrrrrrrrrrrr
Patent- und Rechtsanwalte

I:> Second instance (Federal Court of Justice) shall be
limited to verification of correct application of Law;
accordingly first instance (Federal Patent Court) should
become more predictable

Introduction of early provisional opinion similar to
provisional opinion of EPO (Rule 116 (1) EPC)

VoV

Will likely be "qualified" opinion, i.e. established not only
by rapporteur, but by 3 members (rapporteur+further
technical member+(legal) chairman)

v

Will be issued early in the proceedings (< 12 months?)
and might be filed with infringement Court with respect to
a possible stay of the parallel infringement proceedings
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Changes to Second Instance (Federal Court of Justice) g

aaaaaaaa

|:> Second instance before Federal Court of Justice (BGH)
shall be generally limited to verification of correct
application of Law

= > No additional/new investigation on facts as a rule,
i.e. no Court expert appointed anymore

I:> BUT interpretation of claims and novelty & inventive step
are questions of Law =» will be verified by BGH

I
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Changes to Second Instance (BGH) — continued  gmm e,

I:> General preclusion of requests, facts and arguments

Correctly rejected in first instance or
Newly introduced into second instance (as a rule)

I:> New facts/arguments exceptionally admitted only if they:
Relate to issues evidently overlooked or considered irrelevant by BPatG
Were not raised as a consequence of a procedural defect before the BPatG

Were not raised before BPatG without negligence

I:> New facts/arguments exceptionally admitted only if they:

Were filed with appeal brief or
Would not delay the procedure, if filed later

I:> New claim amendments exceptionally admitted only if:

Other party agrees or
BGH considers claim amendments expedient

25
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Strategic Considerations for Nullity Proceedings MB&P

In general: First instance nullity proceedings before
BPatG will have significantly more importance!

Extensive Diversified

Timely file all possible Patentee: Timely file different
fact/arguments in first

) auxiliary requests in view of all
instance Federal yreq

more extensive technical Patent possible "defense scenarios
explanations advantageous | Court

Differentiated Suggestive
Parties may consider filing Consider suggesting BPatG
"private” expert opinions to appoint Court expert
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Changes to Act on Employees' Inventions (ArbEG) MB&P -

Procedure for
claiming by
Employer modified

Changes effective 2
for inventions Only unrestricted
reported on or after ArbEG claiming or freeing

October 1, 2009 o possible

No changes in claim
for remuneration and
specific computation
thereof

I
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Claiming of employees' inventions

Until Sept. 30, 2009:

Invention

!

Report of Invention
by Employee

Report
Sufficient?

Free invention
(Rights stay
with Inventor)

by Employer?
(within 4 M

Transfer of Rights
To Employer

/4
European Patent Attorneys

European Trademark Attorneys
Patent- und Rechtsanwalte

As of Oct. 1, 2009:

Invention

!

Report of Invention

by Employee
Report
Sufficient?
within 2 M No
Not
Yes/ timely
Freeing No/ (
by Employer? 9/ _|Transfer of Rights
(within 4 M Not To Employer
rom report timely
Yes . T .
Free Inventi Default
ree invention
(Rights stay with Inventor) changed
by PatRModG
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Unrestricted
Claiming of Rights

= transfer of Rights

= obligation to apply for
domestic protective right

= obligation to inform
Employer = Employee

= right to apply for
foreign protective right

= Right of remuneration
of the inventor
(independent of use !)

Restricted
Claiming of Righ

= remuyeratign (only
in case\ofuse)

Release/Freeing

= no transfer of rights
= no right of use

= no remuneration

With the PatRModG possibility of restricted claiming has
been deleted from Act on Employees' Inventions (ArbEQG)
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|:> In view of obligation to file domestic application in DE:
Maintain screening procedure to avoid running into
obligation (and costs), if not interested in invention

|:> In case employer intends not to pursue the protective
right or intends not to file a patent application in a
specific country, duty to inform and offer to inventor

Conclude agreement with inventor to waive
Obligation to file domestic application in DE
Obligation to inform about abandonment and to offer for take-over
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The German Patent Modernization Law has changed the German
legal situation and proceedings effective as of October 1, 2009:

O First & second instance patent nullity proceedings streamlined
First instance proceedings before BPatG gain significant importance
Early indication/provisional opinion by BPatG before Oral Hearing

Second instance before BGH will verify correct application of Law
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Act on Employees' Inventions (ArbEG): "Default" with respect to ownership
of employees' inventions now with employer (2 reduction of risks regarding
ownership)

O However, it is recommendable to screen inventions within 4 months' term in
view of duty to file domestic application (= avoid unnecessary costs)

O GPTO: Introduction of claims' fees (30 EUR/each claim exceeding the 10t) at
filing/during prosecution
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HEERFE(ArbEG)  #REXHOMAEICHITZEZ@BSE
BRENENELEST (FARCHTZURAIORD)
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O RAVKHEBERT: HER - BEPICHSTZI7L—LBOBA (10%28%
L—L—DIZDE301—0)
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