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(Example) Dayco decision (Decided: May 23, 2003; Federal Circuit 02-1497) made clear that
the rejections made by another examiner examining an application having similar claims to
the present application is “material” under 37CFR1.56. Thus, you are hereby encouraged
to review the necessity of informing another examiner who is handling a separate
application having similar claims with the present application about the present rejections
in the outstanding office action. If you believe there is/are related application(s) having
claims similar to the claims in the present application and is/are being examined by another
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examiner, please inform the examiner about the existence of the present application and the

rejections in the outstanding office action.
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Discussion:

l. (Inequitable Conduct)

TCI

Purdue Pharma L.P. v. Boehringer Ingelheim GMBH, 237
F.3d 57 USPQ2d (Fed. Cir. 2001)

clear and

convincing evidence

Driscoll v. Cebalo 221 USPQ
745, 750 (Fed. Cir. 1982). Fox Indus., Inc. v. Structural Pres. Sys., Inc., 17 USPQ2d
(Fed. Cir. 1990); Gardco Mfg., Inc. v. Herst Lighting Co., 820 USPQ2d (Fed. Cir. 1987)

Akron Polymer Container Corp. v. Exxel Container, Inc., 47 USPQ2d 1533, 1534
‘Fed. Cir. 1998)
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37 C.F.R. 1.56(b) (2003) 156 (b) (2003)

information is material to patentability
when it is not cumulative to information
already of record or being made of record in
the application, and

Q) it establishes, by itself or in
combination with other information , a
prima facie case of unpatentability of a

claim; or

(2) it refutes, or is inconsistent

with, a position the applicant takes in 0]
0] Opposing an argument

of unpatentability relied on by the Office, or (i)
(i) Asserting an argument

of patentability
A prima facie case of unpatentability is

established when the information compels a
conclusion that a claim is unpatentable
under the preponderance of evidence,
burden-of-proof standard, giving each term
in the claim its broadest reasonable
construction consistent with the
specification, and before any consideration is
given to evidence which may be submitted in
an attempt to establish a contrary conclusion
of patentability.
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